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[bookmark: heading-nodeId--245097714]OPPOSITION Nо B 3 164 245

Vans, Inc., 1588 South Coast Drive, Costa Mesa, California 92626, United States of America (opponent), represented by Elzaburu, S.L.P., Edificio Torre de Cristal Pº de la Castellana 259C, planta 28, 28046 Madrid, Spain (professional representative)

a g a i n s t

Calzados Nuevo Milenio, S.L., Pol. Empresarial La Maja C/ Dr. Ildefonso Zubía 3, 26580 Arnedo (La Rioja), Spain (applicant), represented by AB Asesores, Avda. Lehendakari Aguirre, 44, 48014 Bilbao, Spain (professional representative).

On 12/05/2023, the Opposition Division takes the following


DECISION:
[bookmark: chk-paragraph-2_nodeId-1551785101]
[bookmark: chk-paragraph-2-4_nodeId--394182054]1.	Opposition No B 3 164 245 is rejected in its entirety.

[bookmark: chk-paragraph-2-4-1_nodeId-1146003216]2.	The opponent bears the costs, fixed at EUR 300.


[bookmark: chk-paragraph-3_nodeId-1085394009]REASONS

[bookmark: chk-paragraph-9_nodeId--1671418853]On 15/02/2022, the opponent filed an opposition against all the goods (Class 25) of European Union trade mark application No 18 604 673 [image: ] (figurative mark). The opposition is based on European Union trade mark registration No 10 263 895 [image: ] (figurative mark) and European Union trade mark registration No 10 345 403 [image: ] (figurative mark). The opponent invoked Article 8(1)(b) and Article 8(5) EUTMR.


[bookmark: chk-paragraph-9-3_nodeId--1128870563]LIKELIHOOD OF CONFUSION – ARTICLE 8(1)(b) EUTMR

A likelihood of confusion exists if there is a risk that the public might believe that the goods or services in question, under the assumption that they bear the marks in question, come from the same undertaking or, as the case may be, from economically linked undertakings. Whether a likelihood of confusion exists depends on the appreciation in a global assessment of several factors, which are interdependent. These factors include the similarity of the signs, the similarity of the goods and services, the distinctiveness of the earlier mark, the distinctive and dominant elements of the conflicting signs, and the relevant public.

[bookmark: chk-paragraph-9-3-2-1_nodeId-742969198]
[bookmark: chk-paragraph-9-3-3_nodeId--1465072020]a) The signs

	[image: ]
(earlier mark 1)

[image: ]
(earlier mark 2)

	[image: ]

	
Earlier trade marks
	
Contested sign




[bookmark: chkparagraph9332_nodeId1371220369]The relevant territory is the European Union.

The global appreciation of the visual, aural or conceptual similarity of the marks in question must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant components (11/11/1997, C251/95, Sabèl, EU:C:1997:528, § 23).

[bookmark: chkparagraph93329_nodeId19441192]When assessing the similarity of the signs, an analysis of whether the coinciding components are descriptive, allusive or otherwise weak is carried out to assess the extent to which these coinciding components have a lesser or greater capacity to indicate commercial origin. It may be more difficult to establish that the public may be confused about origin due to similarities that pertain solely to non-distinctive elements.

Both of the earlier signs are figurative marks. Earlier mark 1 consists of the representation of a shoe depicted in black dotted lines shown in an inclined position. Furthermore, the representation of the shoe contains a graphical element consisting of two black outer-lines which are changing its position several times. Each of the two lines consist of three segments whereas the third one is longer than the previous two. In the view of the Opposition Division it is unlikely that the relevant public will recognise the letter ‘V’ in said graphical element, but will rather perceive such element as being two abstract lines with changing directions. In this regard reference is made to the judgement of the General Court of 06/12/2018, Deichmann v EUIPO – Vans, T638/16, ECLI:EU:T:2018:883, §§ 65 and 68 in which the Court confirmed the above mentioned position. To the extent that the earlier mark 1 shows the representation of a shoe and considering the fact that some of the relevant goods are relating to footwear, such element is of weak distinctive character, if any at all. The remaining graphical element, however, has no particular meaning with regard to all of the relevant goods and is therefore of normal distinctiveness.

Earlier mark 2 comprises a V-shaped graphical element, depicted vertically, consisting of three bold black beams of similar lengths. Earlier mark 2 has no particular meaning in relation to the relevant goods and is, therefore, distinctive to a normal degree.

The contested sign is a figurative mark that comprises two bold black beams of different lengths and directions. The beam directed towards the left is curved and longer than the beam towards the right, which is squared at its end. These two beams connect at the bottom in a fairly sharp angle. Contrary to the opponent’s and applicant’s claims, the Opposition Division considers it unlikely that the relevant public will perceive the letter ‘V’ when encountering the contested sign, but rather an abstract graphical element. As with earlier mark 2, the contested sign has no particular meaning in relation to the relevant goods and services and is, therefore, distinctive to a normal degree.

The Opposition Division considers that there is a high level of abstraction in all the signs at issue and that they do not have any clear meaning. Average consumers normally perceive a mark as a whole and do not proceed to analyse its various details (11/11/1997, C251/95, Sabèl, EU:C:1997:528, § 23). Moreover, the opponent did not submit any evidence that would suggest a significant part of the relevant public may perceive any of the signs in dispute as the letter ‘V’.

None of the marks under analysis have any elements that could be considered clearly more dominant than other elements.

[bookmark: chkparagraph7232523_nodeId26910][bookmark: chk-paragraph-7-2-3-2-6_nodeId-141804686][bookmark: chkparagraph933292_nodeId206623]Visually, earlier mark 1 and the contested sign only coincide to the extent that both contain or consist of a graphical element comprising of beam elements of changing directions, which in the view of the Office are rather irrelevant aspects. The signs differ on account of the representation of a shoe in earlier mark 1, the fact that the graphical element within the shoe is depicted in two slim lines, it’s colour, different lengths and directions in contrast to the contested sign which consists of two bold beams (one being curved) of different lengths in black colour which are furthermore connected at the bottom in a fairly sharp angle rather than with flat edges. Taking into account that there is no visual overlap between earlier mark 1 and the contested sign the Opposition Division is of the opinion that they are visually not similar.

Earlier mark 2 and the contested sign coincide on account of the fact that they both consist of bold and black coloured beams with changing directions. The signs differ in the number, position, shape and directions of the several beams, the fact that earlier mark consists of 3 beams being of the same lengths, whereas the contested sign consists of 2 beams of different lengths, one thereof being curved. Furthermore, the beams of the contested sign are connected in its bottom part with a sharp triangle whereas the bottom part of earlier mark 2 is connected by means of flat edges. Taking into account the above considerations, the Opposition Division considers earlier mark 2 and the contested sign to be visually not similar either.

[bookmark: _Hlk56684395][bookmark: chk-paragraph-7-2-3-2-7_nodeId--78903758]As regards both parties’ referral to actual and/or intended use of the signs in dispute, the Opposition Division recalls that the examination of the likelihood of confusion is a prospective examination. In contrast to trade mark infringement situations, where the courts deal with specific circumstances in which the particular facts and the specific nature of use of the trade mark are crucial, the deliberations of the Office on likelihood of confusion are carried out in a more abstract manner.

The comparison of the signs must be carried out on the basis of the signs as registered (or applied for) and not based on their potential and or actual use. Therefore, when considering whether or not the contested sign falls under any of the relative grounds for refusal, it is the parties’ rights and their scope of protection as registered or applied for that are relevant. It is, therefore, irrelevant for the present proceedings how the applicant may use the contested sign, the sign’s history or evolvement, or the applicant’s additional trade mark applications in in other jurisdictions.

The Opposition Division only conducts a phonetic comparison when both trade marks can be pronounced or have a sound. Accordingly, a figurative mark without verbal elements cannot, by definition, be pronounced. At the very most, its visual or conceptual content can be described orally. In other words, purely figurative marks (i.e. those not containing any verbal element) are not subject to a phonetic assessment.

Aurally, earlier mark 1 and the contested sign cannot be compared. Both are figurative signs without any words or letters. In particular, and as mentioned above already, the contested sign is not resembling the letter ‘V’. The same is true for the graphical element included in the representation of a shoe in earlier mark 1. This element will not be perceived as a particular letter by the relevant public.

As regards to earlier mark 2 and the contested mark similar considerations apply. The Opposition Division is of the opinion that earlier mark 2 will not be associated with any particular letter or number or symbol either. The Opposition Division considers it unlikely that the relevant public may associate the contested sign with a particular letter, including the letter ‘V’. The level of abstraction of the contested sign is high and does not in the view of the Opposition Division suggest any clear similarities to letters or numbers.

Consequently, the earlier marks and the contested sign cannot be compared aurally.

[bookmark: chk-paragraph-7-2-3-2-8_nodeId-190523850]Conceptually, reference is made to the previous assertions concerning the semantic content conveyed by the marks. Earlier mark 1 shows a depiction of a shoe with a particular graphical element on its side, whereas the contested sign does not have any particular meaning. Since one of the signs will not be associated with any meaning, the signs are not conceptually similar.

The relevant public will not perceive any particular meaning in either earlier mark 2 or the contested sign. In particular, and as explained above, the Opposition Division considers it unlikely that earlier mark 2 will be associated with any letter, number or symbol, although the graphical element has been described as ‘V-shaped’. Since a conceptual comparison is not possible, the conceptual aspect does not influence the assessment of the similarity of the signs.


b) Conclusion

According to Article 8(1)(b) EUTMR, the similarity of the signs is a condition for a finding of likelihood of confusion. Since the signs are dissimilar, one of the necessary conditions of Article 8(1)(b) EUTMR is not fulfilled, and the opposition must be rejected.

This finding would still be valid even if the earlier trade marks had a high degree of distinctiveness. Given that the dissimilarity of the signs cannot be overcome by the earlier trade marks’ high degree of distinctiveness, the evidence submitted by the opponent, in this respect, does not alter the outcome reached above.

[bookmark: chk-paragraph-9-3-3-2-9-2-1_nodeId-29321]
[bookmark: chk-paragraph-10_nodeId--1736014671]REPUTATION – ARTICLE 8(5) EUTMR

According to the opponent, the earlier marks on which the opposition is based have a reputation in the European Union for all the goods for which they are registered.

According to Article 8(5) EUTMR, upon opposition by the proprietor of a registered earlier trade mark within the meaning of Article 8(2) EUTMR, the contested trade mark will not be registered where it is identical with, or similar to, an earlier trade mark, irrespective of whether the goods or services for which it is applied are identical with, similar to or not similar to those for which the earlier trade mark is registered, where, in the case of an earlier European Union trade mark, the trade mark has a reputation in the Union or, in the case of an earlier national trade mark, the trade mark has a reputation in the Member State concerned and where the use without due cause of the contested trade mark would take unfair advantage of, or be detrimental to, the distinctive character or the repute of the earlier trade mark.

Therefore, the grounds for refusal of Article 8(5) EUTMR are only applicable when the following conditions are met.

·	The signs must be either identical or similar.

·	The opponent’s trade mark must have a reputation. The reputation must also be prior to the filing of the contested trade mark; it must exist in the territory concerned and for the goods and/or services on which the opposition is based.

·	Risk of injury: use of the contested trade mark would take unfair advantage of, or be detrimental to, the distinctive character or repute of the earlier trade mark.

The abovementioned requirements are cumulative and, therefore, the absence of any one of them will lead to the rejection of the opposition under Article 8(5) EUTMR (16/12/2010, T345/08 & T357/08, Botolist / Botocyl, EU:T:2010:529, § 41). However, the fulfilment of all the abovementioned conditions may not be sufficient. The opposition may still fail if the applicant establishes due cause for the use of the contested trade mark.


a) The signs

The signs have already been compared above under the grounds of Article 8(1)(b) EUTMR and found to be dissimilar overall. Reference is made to those findings, which are equally valid for Article 8(5) EUTMR.


b) Conclusion

As is clear from the above, the similarity of the signs is a condition for Article 8(5) to be applied. Since the signs are dissimilar, one of the necessary conditions of Article 8(5) EUTMR is not fulfilled, and the opposition must also be rejected on this ground.

This finding would be valid even if the earlier marks were considered as having a reputation. This is because, as explained above, the dissimilarity of the signs cannot be overcome by the reputation or higher degree of distinctiveness of the earlier marks. Therefore, the evidence submitted by the opponent in this respect does not alter the outcome reached above and it is, therefore, unnecessary to examine the evidence submitted by the opponent in this regard.

[bookmark: chk-paragraph-14_nodeId-1960858865]
[bookmark: chk-paragraph-14-3_nodeId--2106770634]COSTS

According to Article 109(1) EUTMR, the losing party in opposition proceedings must bear the fees and costs incurred by the other party.

Since the opponent is the losing party, it must bear the costs incurred by the applicant in the course of these proceedings.

[bookmark: chk-paragraph-14-3-1_nodeId-714806102]According to Article 109(7) EUTMR and Article 18(1)(c)(i) EUTMIR, the costs to be paid to the applicant are the costs of representation, which are to be fixed on the basis of the maximum rate set therein.

[bookmark: rId8][bookmark: chk-paragraph-15_nodeId--1301144368][image: ]


The Opposition Division


	[bookmark: docx4j_tbl_0]Konstantinos MITROU
	Holger Peter KUNZ
	Christian STEUDTNER




According to Article 67 EUTMR, any party adversely affected by this decision has a right to appeal against this decision. According to Article 68 EUTMR, notice of appeal must be filed in writing at the Office within two months of the date of notification of this decision. It must be filed in the language of the proceedings in which the decision subject to appeal was taken. Furthermore, a written statement of the grounds for appeal must be filed within four months of the same date. The notice of appeal will be deemed to have been filed only when the appeal fee of EUR 720 has been paid.
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