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[bookmark: heading-nodeId--1745807441]CANCELLATION No C 53 772 (INVALIDITY)

Medelhavet Gross AB, Kullsgårdsvägen 29, 312 34 Laholm, Sweden (applicant), represented by Merk-Echt B.V., Keizerstraat 7, 4811 HL Breda, Netherlands (professional representative)

a g a i n s t

Tarek Kudsi Alattar, Alhalboni, Near Alhalboni Mosque, Damascus, Syria (EUTM proprietor), represented by Ingenias, Av. Diagonal, 514, 1-4, 08006 Barcelona, Spain (professional representative).

On 26/05/2023, the Cancellation Division takes the following

DECISION
[bookmark: chk-paragraph-3-1_nodeId--2083432057]
[bookmark: chk-paragraph-3-1-3_nodeId-1953883984]1.	The application for a declaration of invalidity is partially upheld.

[bookmark: chk-paragraph-3-1-3-1_nodeId-321840048]2.	European Union trade mark No 18 329 240 is declared invalid for some of the contested goods, namely:

Class 5: Pharmaceutical preparations; medicinal tisane; medicinal herbs; medicinal plants; medicinal tea.

Class 30: Artificial coffee; cocoa; coffee; tea; preparations made from cereals; bread; pastries; confectionery; ices; honey, treacle; salt; mustard; vinegar; sauces [condiments]; spices; preserved tisane; preserved herbs; packed herbs; roasted herbs; teas; tisane; spices and condiments packed in sachet.

3.	The European Union trade mark remains registered for all the remaining goods namely:

Class 5: Veterinary preparations; sanitary preparations for medical purposes; dietetic food and substances adapted for medical or veterinary use; food for babies; dietary supplements for humans and animals; plasters, materials for dressings; material for stopping teeth, dental wax; disinfectants; preparations for destroying vermin; herbicides; fungicides.

Class 30: Rice; tapioca; sago; flour; yeast; baking powder; ice.

Class 31: Grains and agricultural, horticultural and forestry products not included in other classes; live animals; fresh fruits and vegetables; seeds; natural plants and flowers; foodstuffs for animals, malt; packed plants; fresh herbs; fresh plants.

4.	Each party bears its own costs.
[bookmark: chk-paragraph-3-3_nodeId-880120178]

[bookmark: chk-paragraph-3-3-1_nodeId--480336777]REASONS

On 30/03/2022, the applicant filed a request for a declaration of invalidity against European Union trade mark No 18 329 240 [image: ] (figurative mark) (the EUTM). The request is directed against all the goods covered by the EUTM. The application is based on Swedish trade mark registration No 538 807 ‘Chamain’ (word mark). The applicant invoked Article 60(1)(a) EUTMR in conjunction with Article 8(1)(a) and (b) EUTMR.

[bookmark: chk-paragraph-3-3-5_nodeId-251105841]SUMMARY OF THE PARTIES’ ARGUMENTS

The applicant filed a request for invalidity without submitting further observations.

The EUTM proprietor argues that there is no likelihood of confusion between the conflicting signs since they only coincide in some letters, which is not enough to find similarity. Furthermore, the Arabic letters in the contested sign will be perceived as such by the large Arab community in Europe and will make the mark distinguishable. The EUTM proprietor adds that the public will compare the signs as a whole and will not dissect them artificially. In that sense, the earlier mark consists of one word and the contested sign has two elements. Furthermore, it claims that the goods covered by the signs are also different and consumers will not assume any economic link between them.

In reply, the applicant firstly notes that it opposed the filing of the contested right, but the opposition was dismissed by the Office due to admissibility issues. It then states that the earlier mark is the distinctive verbal element ‘CHAMAIN’, which is also present in the contested sign. Furthermore, if it is assumed that a large part of the European Union (EU) population speaks Arabic, then the signs will be even more closely linked since the transliteration of the Arabic characters leads to the same verbal element depicted in Latin letters. For the remaining consumers, these characters will be a fanciful Arabian-style figurative element. The coincidence in the verbal element ‘CHAMAIN’ certainly cannot be considered negligible as it leads to an aural identity and a conceptual association, at least, for a part of the public that understands Arabic. Moreover, dissection is not possible since the verbal elements are already depicted separately in the contested sign. Regarding the goods, it argues that they are identical or similar since they will coincide in their distribution channels, relevant public (who will have a lower degree of attention) and their usual origin. As an example, the applicant refers to the manufacturer Nestlé that offers a wide range of tea, coffee, as well as sauces, dressing, nutrition and baby food products.

In its rejoinder, the EUTM proprietor reiterates his previous findings, referring to case-law that confirms that the assessment of the signs should be based on the overall perception and not merely focused on the Latin elements.
[bookmark: chk-paragraph-3-3-9_nodeId-1923791381]
[bookmark: chk-paragraph-3-3-9-2_nodeId--149532978]LIKELIHOOD OF CONFUSION – ARTICLE 60(1)(a) EUTMR IN CONJUNCTION WITH ARTICLE 8(1)(b) EUTMR

A likelihood of confusion exists if there is a risk that the public might believe that the goods or services in question, under the assumption that they bear the marks in question, come from the same undertaking or, as the case may be, from economically linked undertakings. Whether a likelihood of confusion exists depends on the appreciation in a global assessment of several factors, which are interdependent. These factors include the similarity of the signs, the similarity of the goods and services, the distinctiveness of the earlier mark, the distinctive and dominant elements of the conflicting signs and the relevant public.

[bookmark: chk-paragraph-3-3-9-2-1_nodeId-181792991]a) The goods

The relevant factors relating to the comparison of the goods or services include, inter alia, the nature and purpose of the goods or services, the distribution channels, the sales outlets, the producers, the method of use and whether they are in competition or complementary.

[bookmark: _Hlk135754354]The goods on which the application is based are the following:

[bookmark: _Hlk135148397]Class 30: Aniseed; aromatic preparations for ice-creams; alimentary seasonings; processed ginseng used as a herb, spice or flavoring; processed shallots for use as seasoning; essences for foodstuffs, except etheric essences and essential oils; cinnamon [spice]; flavourings of tea; flavourings of lemons; honey; honey; honey substitutes; sugar; cube sugar; icing sugar; white sugar; corn syrup; chocolate topping; aromatic teas [other than for medicinal use]; artificial coffee; mixtures of malt coffee with coffee; flowers or leaves for use as tea substitutes; cappuccino; chai tea; chocolate; chocolate-based beverages; chocolate-based beverages with milk; chocolate-based beverages; chocolate-based beverages; chocolate beverages with milk; chocolate beverages with milk; chocolate coffee; chocolate-based beverages; chocolate-based beverages; coffee-based beverages; tea-based beverages; coffee-based beverages; tea-based beverages; chocolate-based beverages; earl grey tea; espresso; tea extracts (non-medicated -); green tea; ginseng tea [insamcha]; ginseng tea; coffee in whole-bean form; ginger tea; iced coffee; jasmine tea; jasmine tea; jasmine tea bags, other than for medicinal purposes; coffee bags; coffee flavourings; lime tea; yerba mate; mate [tea]; oolong tea; oolong tea; tea pods; instant coffee; black tea; instant tea [other than for medicinal purposes]; tea; black tea [english tea]; tea of parched powder of barley with husk (mugi-cha); tea of salty kelp powder (kombu-cha); citron tea; white lotus tea (baengnyeoncha); tea-based beverages; tea-based beverages; tea for infusions; tea (non-medicated -) sold loose; tea (non-medicated -) consisting of cranberry leaves; tea (non-medicated -) consisting of cranberry extracts; tea (non-medicated -) consisting of cranberry leaves; tea (non-medicated -) consisting of cranberry extracts; fruit flavoured tea [other than medicinal]; apple flavoured tea [other than for medicinal use]; red ginseng tea; acanthopanax tea (ogapicha); orange flavoured tea [other than for medicinal use]; tea-based beverages with fruit flavoring; tea leaves; tea mixtures; tea; teas (non-medicated -) flavoured with lemon; teas (non-medicated -) containing lemon; tea substitutes; tea essences; tea essences; tea extracts; tea extracts (non-medicated -); theine-free tea; theine-free tea sweetened with sweeteners; tea bags; tea bags (non-medicated -); tea bags (non-medicated -); hot chocolate; white tea.
The contested goods are the following:

[bookmark: _Hlk30417985][bookmark: _Hlk135147256]Class 5: Pharmaceutical and veterinary preparations; sanitary preparations for medical purposes; dietetic food and substances adapted for medical or veterinary use; food for babies; dietary supplements for humans and animals; plasters, materials for dressings; material for stopping teeth, dental wax; disinfectants; preparations for destroying vermin; herbicides; fungicides; medicinal tisane; medicinal herbs; medicinal plants; medicinal tea.
Class 30: Artificial coffee; cocoa; coffee; tea; rice; tapioca; sago; flour; preparations made from cereals; bread; pastries; confectionery; ices; honey, treacle; yeast; baking powder; salt; mustard; vinegar; sauces [condiments]; spices; ice; preserved tisane; preserved herbs; packed herbs; roasted herbs; teas; tisane; spices and condiments packed in sachet.
[bookmark: chk-paragraph-3-3-9-2-1-2_nodeId-1802327]Class 31: Grains and agricultural, horticultural and forestry products not included in other classes; live animals; fresh fruits and vegetables; seeds; natural plants and flowers; foodstuffs for animals, malt; packed plants; fresh herbs; fresh plants.
[bookmark: chk-paragraph-3-3-9-2-1-2-3_nodeId--5695]As a preliminary remark, according to Article 33(7) EUTMR, the Nice Classification serves purely administrative purposes. Therefore, goods or services may not be regarded as being similar or dissimilar to each other simply on the grounds that they appear in the same or different classes in the Nice Classification.

Furthermore, in relation to the applicant’s observation that companies such as Nestlé offer a wide range of foodstuffs and other products such as food for babies, sanitary preparations, etc., the Cancellation Division notes that in principle it has to indeed base its findings on the realities of the marketplace, such as established customs in the relevant field of industry or commerce. These customs, especially trade practices, are dynamic and constantly changing. However, the Office’s ex officio examination is restricted to well-known facts, that is to say, ‘facts which are likely to be known by anyone or which may be learned from generally accessible sources’, which excludes facts of a highly technical nature (03/07/2013, T106/12, ALPHAREN / ALPHA D3, EU:T:2013:340, § 51). Consequently, what does not follow from the evidence/arguments submitted by the parties or is not commonly known should not be speculated on or extensively investigated ex officio (09/02/2011, T222/09, ALPHAREN / ALPHA D3, EU:T:2011:36, § 3132). In the present case, the applicant, other than making the above claim, did not provide any coherent line of reasoning or submit exhaustive evidence and examples that would prove that this applies to businesses other than economically successful undertakings with diversified portfolios on the market. Consequently, this claim has to be dismissed.
[bookmark: chk-paragraph-3-3-9-2-1-4-1_nodeId-12919]Contested goods in Class 5
The contested medicinal herbs; medicinal tea; medicinal tisane; medicinal plants are similar to the applicant’s tea since they coincide in their nature and method of use. Herbs and plants (e.g. mint, lemon verbena, chamomile) are used for making medicinal tea and infusions or herbal tea that, albeit not strictly having medical properties, may help alleviate pain and/or may have emetic or diuretic effects. These goods will share the same distribution channels and target the same public. Moreover, the contested pharmaceutical preparations can include herbal beverages for medicinal use, including herbal tea. Consequently, the same reasoning as above applies for these goods and they are also similar.
However, the remaining contested goods in this class, material for stopping teeth, dental wax; dietary supplements for humans and animals; dietetic food and substances adapted for medical or veterinary use; veterinary preparations; disinfectants; sanitary preparations for medical purposes; fungicides; herbicides; preparations for destroying vermin; plasters, materials for dressings; food for babies are dissimilar to all goods covered by the applicant’s right because they have nothing in common. Their nature, purpose and methods of use are different. The contested goods are various preparations and articles used for medical, hygiene and antiseptic purposes, as well as preparations that are meant to supplement a patient’s or baby’s diet. The applicant’s goods are, by contrast, everyday products for consumption with none of the properties of the aforementioned goods. The applicant’s goods are usually available in grocery stores, large outlets for foodstuffs, rather than in pharmacies, para-pharmacies or on shelves or in stores designated for people with specific needs. Furthermore, contrary to what the applicant claims, there is no established market practice that these goods coincide in their usual producer/provider. Finally, these goods are neither complementary nor in competition and, in the context of their different nature and overall purpose, target different end users.
Contested goods in Class 30
Tea; teas; artificial coffee; honey are identically contained in both lists of goods (including synonyms).
The contested confectionery includes the applicant’s chocolate. The contested coffee includes the applicant’s instant coffee. Since the Office cannot ex officio dissect the broad categories of the contested goods from the applicant’s goods, they must be found identical.
The contested cocoa overlaps with the applicant’s chocolate-based beverages. The contested treacle overlaps with the applicant’s honey substitutes in that treacle is a syrup made from partly refined sugar and can be used as a sweetener. There is also an identity between these goods.
The contested tisane; preserved tisane are at least similar the applicant’s tea since they have the same purpose and method of use, as well as the same distribution channels, target public and origin. Furthermore, they are in competition.
The contested salt; mustard; vinegar; sauces [condiments]; spices; preserved herbs; packed herbs; roasted herbs; spices and condiments packed in sachet are at least similar to the applicant’s alimentary seasonings because they coincide in their method of use (adding flavour). Furthermore, they coincide in purpose, target public and distribution channels.
The contested bread; preparations made from cereals; ices (which are to be understood as edible ices such as ice cream); pastries are at least similar to a low degree to the applicant’s chocolate. These contested goods are or may be sweet foods eaten as a snack or dessert (e.g. cornflakes, cakes and sweetened breads, such as panettone) and which may often have a chocolate flavour. Consequently, they have the same purpose as snack foods based on carbohydrates and target the relevant public via the same distribution channels. Moreover, since they are sweet snack foods, they are in natural competition.
However, the remaining contested goods, which are rice; sago; flour; tapioca; yeast; baking powder; ice, are dissimilar to all goods covered by the applicant’s right because they have nothing in common. The contested goods are ice for refreshment, products for leavening bakery products, such as yeast and baking powder, or raw products that serve as a basis of a meal, such as flour, tapioca, sago and rice. Their nature, purpose and methods of use are different from the applicant’s goods even though they all fall under the category of foodstuffs. This category is sufficiently large to encompass a variety of products that are not necessarily displayed on the same shelves or in the same stores and do not have the same usual origin. Furthermore, these goods are neither complementary nor in competition and target consumers who have different specific needs.
Contested goods in Class 31
In nature, the contested goods in this class are agricultural crops, horticulture and forestry goods, related fresh products, such as fruit, vegetables and seeds or flowers, as well as live animals. These goods are dissimilar to all goods covered by the applicant’s right because they have nothing in common. Their nature, purpose and methods of use are different since the applicant’s goods mostly encompass beverages or goods to make beverages, as well as flavouring products or chocolate. The goods in conflict do not coincide in their producer and do not share the same distribution channels. This is because the contested goods are raw and unprocessed goods of the agriculture/horticulture sector rather than processed goods that have also been packaged and are usually available on shelves among other packaged foodstuffs. Furthermore, these goods are neither complementary nor in competition and target different end users.
[bookmark: chk-paragraph-3-3-9-2-2_nodeId--16214916]b) Relevant public – degree of attention

The average consumer of the category of products concerned is deemed to be reasonably well informed and reasonably observant and circumspect. It should also be borne in mind that the average consumer’s degree of attention is likely to vary according to the category of goods or services in question.

[bookmark: chk-paragraph-3-3-9-2-2-1_nodeId--164508]In the present case, the goods found to be identical or similar to varying degrees target the public at large and the public’s degree of attentiveness will vary from lower than average to above average since some of these goods are frequent purchases of an inexpensive character, while others may have an impact on human health (e.g. goods in Class 5).

[bookmark: chk-paragraph-3-3-9-2-3_nodeId--15255437]c) The signs and the distinctiveness of the earlier mark
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	[image: ]

	
Earlier trade mark
	
Contested sign



[bookmark: _Hlk30418661]The relevant territory is Sweden. Consequently, the relevant language is the official language of Sweden, that is Swedish.

The global appreciation of the visual, aural or conceptual similarity of the marks in question must be based on the overall impression, bearing in mind their distinctive and dominant components (11/11/1997, C251/95, Sabèl, EU:C:1997:528, § 23).
[bookmark: chk-paragraph-3-3-9-2-3-2_nodeId--880655]
The element ‘Chamain’, present in both signs, will be associated with no particular meaning and is therefore distinctive. None of the signs has any element that is more dominant than others.

The applicant did not make any claims as regards the distinctiveness of the earlier mark, therefore, the assessment will rest on its distinctiveness per se.

[bookmark: chk-paragraph-3-3-9-2-3-5-1_nodeId--6178]The Arabic characters in the contested sign will be perceived by the public, who is not expected to be familiar with the Arab language or able to read the script, as a purely figurative element with a normal degree of distinctiveness. However, it is noted that when signs consist of both verbal and figurative components, in principle, the verbal component of the sign usually has a stronger impact on the consumer than the figurative component. This is because the public does not tend to analyse signs and will more easily refer to the signs in question by their verbal element than by describing their figurative elements (14/07/2005, T312/03, Selenium-Ace / SELENIUM SPEZIAL A-C-E (fig.), EU:T:2005:289, § 37; 19/12/2011, R 233/20114 Best Tone (fig.) / BETSTONE, § 24; 13/12/2011, R 53/20115, Jumbo (fig.) / DEVICE OF AN ELEPHANT (fig.), § 59). At most, this element may be associated with the Arabic origin of the goods.

[bookmark: chk-paragraph-3-3-9-2-3-5_nodeId--584426]Visually and aurally, the signs coincide in the element ‘Chamain’ and its sound. They differ visually in the slight stylisation of that verbal element in the contested sign, as well as in its additional Arabic characters. These characters will nevertheless not be pronounced, as pointed out above. Consequently, the signs are visually similar to a high degree and aurally identical.

[bookmark: chk-paragraph-3-3-9-2-3-7-2_nodeId--6900]Conceptually, neither of the signs has a meaning for the public in the relevant territory. Since a conceptual comparison is not possible, the conceptual aspect does not influence the assessment of the similarity of the signs.

[bookmark: chk-paragraph-3-3-9-2-3-8-1_nodeId-30327]As the signs have been found similar in at least one aspect of the comparison, the examination of likelihood of confusion will proceed.

[bookmark: chk-paragraph-3-3-9-2-5_nodeId-186714979]d) Global assessment, other arguments and conclusion
[bookmark: chk-paragraph-3-3-9-2-5-2-1_nodeId--6643]
The goods are partly identical, partly similar to varying degrees and partly dissimilar. The degree of attention of the public at large is below average or above average. The earlier mark is of a normal degree of distinctiveness.

The signs share the distinctive verbal element ‘Chamain’, which leads to a high degree of visual similarity and to an aural identity. The signs have no concept that would help consumers distinguish between them. In the case where the Arabic script is considered to convey an association with the Arabic origin of the goods, the marks would not have any conceptual association as the earlier mark displays no such notion. However, this is not in itself sufficient in the overall perception of the marks to outweigh the similarities produced by the coinciding element.

Moreover, likelihood of confusion covers situations where the consumer directly confuses the trade marks themselves, or where the consumer makes a connection between the conflicting signs and assumes that the goods/services covered are from the same or economically linked undertakings. Indeed, it is highly conceivable that the relevant consumer will perceive the contested mark as a sub-brand, a variation of the earlier mark, configured in a different way according to the type of goods or services that it designates (23/10/2002, T104/01, Miss Fifties (fig.) / Fifties, EU:T:2002:262, § 49). Consequently, a scenario where one of the marks may be linked to a version of the other cannot be completely excluded.


[bookmark: chk-paragraph-3-3-9-2-5-8_nodeId-1360403]Conclusion

[bookmark: chk-paragraph-3-3-9-2-5-8-3_nodeId-17784]Considering all the above, the Cancellation Division finds that there is a likelihood of confusion on the part of the public and, therefore, the application is partly well founded on the basis of the applicant’s Swedish trade mark registration.

Pursuant to the above, the contested trade mark must be declared invalid for the goods found to be identical or similar to those of the earlier trade mark. Evaluating likelihood of confusion implies some interdependence between the relevant factors and, in particular, a similarity between the marks and between the goods or services. Therefore, a lesser degree of similarity between goods and services may be offset by a greater degree of similarity between the marks and vice versa (29/09/1998, C39/97, Canon, EU:C:1998:442, § 17). Consequently, the similarities between the signs are sufficient to outweigh the lower degree of similarity between some of the goods.

The rest of the contested goods are dissimilar. As similarity of goods and services is a necessary condition for the application of Article 8(1) EUTMR, the application based on this article and directed against these goods cannot be successful.

[bookmark: chk-paragraph-3-3-9-2-5-8-3-3_nodeId-161]The cancellation application must also fail insofar as it is based on grounds under Article 8(1)(a) EUTMR in conjunction with Article 60(1)(a) EUTMR and directed against the remaining goods because the goods are obviously not identical.

[bookmark: chk-paragraph-4_nodeId--1594426997]COSTS

[bookmark: chk-paragraph-4-4_nodeId--1507448851]According to Article 109(1) EUTMR, the losing party in cancellation proceedings must bear the fees and costs incurred by the other party. According to Article 109(3) EUTMR, where each party succeeds on some heads and fails on others, or if reasons of equity so dictate, the Cancellation Division will decide a different apportionment of costs.

Since the cancellation is successful only for part of the contested goods, both parties have succeeded on some heads and failed on others. Consequently, each party has to bear its own costs.

[bookmark: rId8][bookmark: chk-paragraph-5_nodeId-377891388][image: ]

The Cancellation Division

	[bookmark: docx4j_tbl_0]Carmen
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According to Article 67 EUTMR, any party adversely affected by this decision has a right to appeal against this decision. According to Article 68 EUTMR, notice of appeal must be filed in writing at the Office within two months of the date of notification of this decision. It must be filed in the language of the proceedings in which the decision subject to appeal was taken. Furthermore, a written statement of the grounds of appeal must be filed within four months of the same date. The notice of appeal will be deemed to be filed only when the appeal fee of EUR 720 has been paid.
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