[image: ]
OPPOSITION DIVISION


Decision on Opposition No B 3 177 425	Page 1 of 1
[bookmark: heading-nodeId--245097714]OPPOSITION Nо B 3 177 425
 
Volkswagen Aktiengesellschaft, Berliner Ring 2, 38440 Wolfsburg, Germany (opponent), represented by Dennemeyer & Associates, 55, rue des Bruyères, 1274 Howald, Luxembourg (professional representative) 
 
a g a i n s t
 
Shanxi Zhongrun Yusheng Trading Co., Ltd., No.2,3/F,Unit B2,Bldg 26B, Shanxi Ruyi Electric Corporation,Qindu Dist, Xianyang, Shaanxi, China (applicant), represented by Pier Francesco Pistuddi, V.le Delle Milizie 76, 00192 Roma, Italy (professional representative).

On 30/06/2023, the Opposition Division takes the following
 
 
DECISION:

1.	Opposition No B 3 177 425 is upheld for all the contested goods.

2.	European Union trade mark application No 18 703 073 is rejected in its entirety.

3. 	The applicant bears the costs, fixed at EUR 620.


REASONS:

The opponent filed an opposition against all the goods (in Class 9) of European Union trade mark application No 18 703 073 (word mark: Volkspflege). The opposition is based on European Union trade mark registrations No 703 702 (word mark: VOLKSWAGEN) and No 14 920 953 (word mark: Volkswagen). The opponent invoked Article 8(1)(b) EUTMR.


LIKELIHOOD OF CONFUSION – ARTICLE 8(1)(b) EUTMR

A likelihood of confusion exists if there is a risk that the public might believe that the goods or services in question, under the assumption that they bear the marks in question, come from the same undertaking or, as the case may be, from economically‑linked undertakings. Whether a likelihood of confusion exists depends on the appreciation in a global assessment of several factors, which are interdependent. These factors include the similarity of the signs, the similarity of the goods and services, the distinctiveness of the earlier mark, the distinctive and dominant elements of the conflicting signs and the relevant public.


[bookmark: _Hlk49767061][bookmark: _Hlk89947450][bookmark: _Hlk100580778][bookmark: _Hlk48660644][bookmark: _Hlk33694287]a)	The goods
[bookmark: _Hlk111801882]
[bookmark: _Hlk125444251]The goods in Class 9 on which the opposition is based are the following:

[bookmark: _Hlk138324979]No 703 702

Scientific, nautical, surveying, electric, photographic, cinematographic, optical, weighing, measuring, signalling, checking (supervision), life-saving and teaching apparatus and instruments including spectacles (optical articles); spectacle cases; binoculars; sunglasses; voltage regulators for vehicles; vehicle breakdown warning triangles; cigar lighters for automobiles; alarms; accumulator batteries; theft prevention installations, electric; burglar alarms; speed indicators; life saving apparatus and equipment; life vests; acid hydrometers; safety devices (melting); relays, electric; solar batteries; navigational instruments; apparatus for recording, transmission or reproduction of sound or images, including antennae; radios; magnetic data carriers, recording discs, including magnetic cards; cards bearing integrated circuits (smart cards); automatic vending machines and mechanisms for coin-operated apparatus; cash registers, calculating machines, data processing equipment and computers, including pocket calculators; fire-extinguishing apparatus; electric make-up removing appliances; lift operating apparatus; spectacle cases; spectacle frames; irons (flat -), electric; galvanizing apparatus; electroplating apparatus; electric apparatus for attracting and destroying insects; spectacle cases; spectacle frames; pince-nez chains; eyeglass cords; containers for contact lenses; electric arc cutters; welding apparatus (electric arc -); hair-curlers, electrically heated; welding apparatus, electric; soldering irons, electric; magnets; cleaning apparatus for sound recording discs; electric welding apparatus; sealing plastics (electrical apparatus for -) [packaging]; electric door openers; door closers, electric; animated cartoons; cigar lighters for automobiles.

No 14 920 953

Scientific, nautical, surveying, electric, photographic, cinematographic, optical, weighing, measuring, signalling, checking; life-saving and teaching apparatus and instruments, included in class 9; contact lenses; spectacles [optics]; spectacle cases; telescopes; magnifying glasses; sunglasses; simulators for the steering and control of vehicles; voltage regulators for vehicles; vehicle breakdown warning triangles; warning lamps for vehicles and parts therefor; cigarette lighters for automobiles; electric batteries and parts therefor; electric accumulators and parts therefor; fuel cells and parts thereof; chargers for electrical batteries; burglar alarm apparatus, anti-theft warning apparatus, fire alarm apparatus, smoke alarms, gas warning apparatus; speed indicators; rulers [measuring instruments]; measuring apparatus and instruments; revolution counters; electronic control apparatus and current/voltage supply apparatus for vehicle headlamps and vehicle lights, and all parts therefor; electronic controls for internal combustion engines and electric motors for land vehicles; life-saving equipment, namely life rafts, rescue ladders, safety nets, safety tarpaulins, lifebelts, lifebuoys, lifejackets; acid hydrometers; electrical fuses; relays, electric; lasers, not for medical purposes, laser pointers; remote control apparatus, remote controls; solar batteries; directional compasses; apparatus for navigation; bubble levels; balancing apparatus; apparatus and instruments for conducting, switching, transforming, accumulating, regulating or controlling electricity; recording apparatus, transmission and/or reproduction of sound and/or images, antennas; radios; tv sets; telephones, video telephones, cell phones; projection apparatus; cinematographic apparatus; cameras; photocopiers; electronic translation apparatus; electronic pocket translation apparatus; exposed film; magnetic, electronic and optical data carriers, except unexposed films; recording discs; encoded magnetic cards; integrated circuit cards (smart cards); telephone cards; vending machines, mechanisms for coin operated apparatus; automatic teller machines; cash registers, calculating machines, data processing equipment and computers; electronic agendas; fax devices; monitors; peripherals adapted for use with computers; pocket calculators; recorded and downloadable computer programs and software and data files; fire-extinguishing apparatus; entertainment apparatus and video gaming apparatus adapted for use with external screens or monitors; electronic publications (downloadable); downloadable image files.

[bookmark: _Hlk89947539][bookmark: _Hlk49767199]The contested goods in Class 9 are the following:

Photo printers; digital color printers; tablet computer cases; protective cases for smartphones; phone cases; cases for smartphones; electric locks for vehicles; battery chargers; rechargeable cells; electrical sockets; electric power supply sockets; cell phone straps; electric battery chargers; waterproof cases for smartphones; leather cases for smartphones.

An interpretation of the wording of the list of goods is required to determine the scope of protection of these goods.

The term ‘including’, used in the opponent’s list of goods in earlier No 703 702], indicates that the specific goods are only examples of items included in the category and that protection is not restricted to them. In other words, it introduces a non-exhaustive list of examples (09/04/2003, T 224/01, Nu Tride, EU:T:2003:107).

However, the term ‘namely’, used in the opponent’s list of goods No 14 920 953 to show the relationship of individual goods and services to a broader category, is exclusive and restricts the scope of protection only to the goods specifically listed.

The relevant factors relating to the comparison of the goods or services include, inter alia, the nature and purpose of the goods or services, the distribution channels, the sales outlets, the producers, the method of use and whether they are in competition with each other or complementary to each other.

Electric battery chargers are identically contained in earlier No 14 920 953.

The contested photo printers; digital color printers are included in the broad category of the opponent’s photographic apparatus and instruments in earlier No 703 702 or overlap. Therefore, they are identical.

The contested battery chargers include, as a broader category, the opponent’s chargers for electrical batteries in earlier No 14 920 953. Since the Opposition Division cannot dissect ex officio the broad category of the contested goods, they are considered identical to the opponent’s goods.

The contested electrical sockets; electric power supply sockets; rechargeable cells are included in the broad categories of the opponent’s apparatus and instruments for conducting, switching, transforming, accumulating, regulating or controlling electricity in earlier No 14 920 953. Therefore, they are identical.

The contested electric locks for vehicles are included in the broad category of, or overlap with, the opponent’s theft prevention installations, electric in earlier No 703 702. Therefore, they are identical.

The contested tablet computer cases; protective cases for smartphones; phone cases; cases for smartphones; waterproof cases for smartphones; leather cases for smartphones have the same distribution channels and public as the opponent´s data processing equipment in earlier No 703 702. Furthermore, they are complementary. Therefore, they are similar to a low degree.

The contested cell phone straps have the same distribution channels and public as the opponent´s cell phones in earlier No 14 920 953. Furthermore, they are complementary. Therefore, they are similar to a low degree.


b)    Relevant public – degree of attention

The average consumer of the category of products concerned is deemed to be reasonably well informed and reasonably observant and circumspect. It should also be borne in mind that the average consumer’s degree of attention is likely to vary according to the category of goods or services in question.

In the present case, the goods found to be identical or similar to a low degree are directed at the public at large and at business customers with specific professional knowledge or expertise with an average degree of attentiveness.


c)    The signs


	VOLKSWAGEN

	Volkspflege


	
Earlier trade mark(s)
	
Contested sign



The relevant territory is the European Union.

The global appreciation of the visual, aural or conceptual similarity of the marks in question must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant components (11/11/1997, C 251/95, Sabèl, EU:C:1997:528, § 23).

The unitary character of the European Union trade mark means that an earlier European Union trade mark can be relied on in opposition proceedings against any application for registration of a European Union trade mark that would adversely affect the protection of the first mark, even if only in relation to the perception of consumers in part of the European Union (18/09/2008, C 514/06 P, Armafoam, EU:C:2008:511, § 57). Therefore, a likelihood of confusion for only part of the relevant public of the European Union is sufficient to reject the contested application.

The signs including their elements are not meaningful in certain territories, for example in those countries where German is not understood. Consequently, the Opposition Division finds it appropriate to focus the comparison of the signs on the non-German-speaking part of the public. This avoids a possibly limited degree of distinctiveness of the earlier trade marks.

Neither of the signs has a meaning for the relevant public. They are, therefore, distinctive.

Both signs are a word marks, which are protected in all fonts and typefaces.

Consumers generally tend to focus on the beginning of a sign when they encounter a trade mark. This is because the public reads from left to right, which makes the part placed at the left of the sign (the initial part) the one that first catches the attention of the reader.

Visually and, irrespective of the different pronunciation rules in different parts of the relevant territory, also aurally, the signs coincide in their first five letters ‘VOLKS’, that will in particular be taken into account by the relevant public. The letter combination ‘GE’ also coincides. Aurally, this leads to relevant coincidences in the rhythm, sound and pronunciation. The signs differ in the letters ‘WA-N’ of the earlier trade marks in ‘pfle’ of the contested sign. Therefore, the signs are visually and aurally similar to an average degree.

Conceptually, neither of the signs has a meaning for the public in the relevant territory. Since a conceptual comparison is not possible, the conceptual aspect does not influence the assessment of the similarity of the signs.

As the signs have been found similar in at least one aspect of the comparison, the examination of likelihood of confusion will proceed.


d)   Distinctiveness of the earlier mark(s)

The distinctiveness of the earlier mark is one of the factors to be taken into account in the global assessment of likelihood of confusion.

According to the opponent, the earlier marks have been extensively used and enjoy an enhanced scope of protection. However, for reasons of procedural economy, the evidence filed by the opponent to prove this claim does not have to be assessed in the present case (see below in ‘Global assessment’).

Consequently, the assessment of the distinctiveness of the earlier marks will rest on its distinctiveness per se. In the present case, the earlier trade marks as a whole have no meaning for any of the goods in question from the perspective of the public in the relevant territory. Therefore, the distinctiveness of the earlier marks must be seen as normal.


e)   Global assessment, other arguments and conclusion

The essential function of the trade mark is to guarantee the identity of the origin of the marked product for the consumer or end user by enabling him, without any likelihood of confusion, to distinguish a product or service from others which have another origin. For the trade mark to be able to fulfil its essential role in the system of undistorted competition which the EUTMR seeks to uphold, it must offer a guarantee that all the goods or services showing the mark have originated under the control of a single undertaking which is responsible for their quality (29/09/1998, C 39/97, Canon, EU:C:1998:442, § 28; see also recital 7 of the EUTMR).

Taking into account the average degree of visual and aural similarity, the not possible conceptual comparison, the identical beginnings ‘VOLKS’, the not more than average degree of attention of the public, the normal degree of distinctiveness of the earlier trade marks and the identical or similar goods, there is a likelihood of confusion within the meaning of Article 8(1)(b) EUTMR, and, therefore, the opposition is upheld. This also applies for the goods, that are only similar to a low degree, because of the visual and aural similarities between the signs.

Considering all the above, there is a likelihood of confusion on the part of the non-German-speaking part of the public. As stated above in section c) of this decision, a likelihood of confusion for only part of the relevant public of the European Union is sufficient to reject the contested application.

Since the opposition is successful on the basis of the inherent distinctiveness of the earlier marks, there is no need to assess the enhanced degree of distinctiveness of the opposing marks due to their extensive use as claimed by the opponent. The result would be the same even if the earlier marks enjoyed an enhanced degree of distinctiveness.

The applicant has not submitted any observations.

The opposition is well founded under Article 8(1)(b) EUTMR.


COSTS

According to Article 109(1) EUTMR, the losing party in opposition proceedings must bear the fees and costs incurred by the other party.

Since the applicant is the losing party, it must bear the opposition fee as well as the costs incurred by the opponent in the course of these proceedings.

According to Article 109(1) and (7) EUTMR and Article 18(1)(c)(i) EUTMIR, the costs to be paid to the opponent are the opposition fee and the costs of representation, which are to be fixed on the basis of the maximum rate set therein.
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The Opposition Division

	Konstantinos MITROU  
	Peter QUAY

	Holger KUNZ



According to Article 67 EUTMR, any party adversely affected by this decision has a right to appeal against this decision. According to Article 68 EUTMR, notice of appeal must be filed in writing at the Office within two months of the date of notification of this decision. It must be filed in the language of the proceedings in which the decision subject to appeal was taken. Furthermore, a written statement of the grounds for appeal must be filed within four months of the same date. The notice of appeal will be deemed to have been filed only when the appeal fee of EUR 720 has been paid.
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